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Qpi nion by Ci ssel, Adm nistrative Trademark Judge:
On Jan. 16, 1996, applicant applied to register the

mar k shown bel ow

on the Principal Register for what were subsequently
i dentified by amendnent as "skin soaps, perfunes, and,

pum ce stones in Cass 3; manicure and pedi cure utensils-
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nanely, scissors, cuticle nippers; tweezers in Cass 8; and
personal care products-nanely, bath brushes, toothbrushes,
hai r brushes, shaving brushes; scrubbi ng products-nanely,
scrubbing pads, mtts, sisal brushes and towels, | oofah
brushes, pads and gl oves; sponges; dispensers, hol ders, and
di shes for soaps and perfune applicators sold enpty in
Class 21." The application was based on applicant’s claim
of first use and first use in interstate comerce in
February of 1958.

The Exami ning Attorney refused registration under
Section 2(d) of the Act on the ground that applicant’s
mar k, when used on the goods identified in the application,
so resenbles two registered trademarks that confusion is
likely. Both cited registrations are owned by the sane
individual. The first is for the mark "PHI LI P KI NGSLEY
TRI CHOLOG CAL CENTRE, " which is registered® for a "salon
specializing in the treatnent of scalp and hair

conditions," in Cass 42. The second registered? mark cited

! Registration No. 1,391, 160, which issued to Philip Kingsley,
doi ng business as Philip Kingsley Tricolgical Center, on April
22, 1986; the descriptive terninology "TRI CHOLOG CAL CENTRE" is
di sclai ned apart fromthe mark as shown; conbined affidavit under
sections 8 and 15 received and accepted.

2 Registration No. 1,389,638, issued in to the same individual on
April 15, 1986; conbined affidavit under sections 8 and 15

recei ved and accept ed.
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as a bar to this application is shown bel ow.

This mark is registered for "hair and scal p care
preparations and products, nanely, hair cream anti-
dandruff cream hair conditioner, hair spray, hair lotion
and scalp treatnent,” all in Cass 3.

The Exami ning Attorney al so refused registration under
Section 2(e)(4) of the Lanham Act on the ground that the
mark is primarily nmerely a surnane. Submtted in support
of this refusal were copies of a nunber of pages of
printouts fromthe Phonedisc U S. A database wherein people
whose surnanme is "Kingsley" are |isted.

Further, the Exam ning Attorney required anendnent to
the application to identify applicant’s goods nore
precisely. Applicant filed the above-referenced anended
version, but the anended identification-of-goods cl ause
still did not satisfy the Exam ning Attorney that the
requi renent for specificity had been nmet. |In particular,
she found the term "perfune applicators" to be overly broad
and suggested that applicant adopt "perfune sprayers and

atom zers" instead.
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After applicant had responded to the refusals to
register and to the requirenent for further amendnent to
the identification-of-goods clause, the Exam ning Attorney
made the refusals and the requirenent final.

Subm tted in support of the refusal to register based
on |ikelihood of confusion were copies fromthe U S. Patent
and Trademark O fice records of a nunber of third-party
regi strations and applications for registration wherein the
lists of goods and services with which the marks are used
i nclude products of the type listed in the instant
application as well as goods and services of the types
listed in the cited registrations. Although sone of the
applications listed do not appear to be based on use,
others are. A typical exanple listed soap, shanpoos, hair
brushes, perfunme sprayers and beauty sal on services.

Al'so submtted with the second O fice Action were
copi es of photographs and magazi ne adverti senments show ng
the sane marks used in advertising hair care and skin care
products as well as in connection with sal on services.

Applicant then filed a tinmely Notice of Appeal.
Applicant submtted additional evidence with its appeal
brief, but the Exam ning Attorney properly objected to this
evidence in her brief, so we have not considered it in

resolving this appeal. Trademark Rule 2.142(d).
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Appl i cant requested an oral hearing before the Board,
but subsequently withdrew the request. W have therefore
resol ved this appeal based on the witten record presented
in the application and the argunents put forward in the
briefs.

The i ssues on appeal are whether the anmended
i dentification-of-goods clause is acceptable, in particular
whet her the term "perfune applicators” is a sufficiently
definite statenent of what the goods are; whether the mark
sought to the registered is primarily nerely a surnane; and
whet her applicant’s mark, as applied to the goods
identified in the application, so resenbles the two cited
regi stered marks that confusion is |ikely.

Turning first to the issue of the acceptability of the
i dentification-of-goods clause, we agree with applicant
that "perfunme applicators” is an acceptable termfor
pur poses of registration. Applicant’s statenent that the
termis commonly used and understood in reference to its
products nakes sense. Further, applicant states that it
enpl oyed the term"applicator” in the application because
it wanted to include applicators which have renovabl e tops
for directly applying perfunme, as well as the "sprayers”
and "atom zers" referred to by the Exam ning Attorney.

Applicant should not be required to restrict its goods by
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excl udi ng products on which the mark is used, as the

| anguage suggested by the Exam ning Attorney would do.
Accordingly, the requirenent for a nore definite

i dentification-of-goods clause is reversed, and the anended
identification of goods is accepted.

The record establishes that the two refusals to
regi ster, however, are well taken.

Appl i cant concedes that its mark is primarily nerely a
surnanme, when, at page 7 of its brief, it states "that
applicant’s mark is no |longer nerely a surname but has
acquired the requisite distinctiveness to delineate
origin."” Appl i cant argues that the surnane has acquired
secondary neaning as a trademark as a result of applicant’s
use of it since 1958. In her brief, the Exam ning Attorney
does not deny that this m ght have occurred, and all ows
that if applicant had submtted such a claim the refusa
woul d have been w thdrawn, but points out that applicant
has never submtted a claimof acquired distinctiveness
under Section 2(f) of the Act.

We agree. The evidence of record establishes that the
primary significance of the termsought to the registered
is that of the surname. |In the absence of a claimof
acquired distinctiveness, the refusal under Section 2(e)(4)

must be affirned.
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Turning, then, to the refusal under Section 2(d) of
the Act, we find that the Exam ning Attorney has
established that applicant’s mark, as applied to the goods
set forth in the application, is likely to cause confusion
with the two cited regi stered marks.

The wel| settled test for determ ning whether
confusion is likely is set forth inlInre E. |. duPont de
Nermours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In
the instant case, applicant’s mark is simlar to each of
the two regi stered nmarks, and the goods set forth in the
application are commercially related to the goods and
services specified in the registrations.

Applicant argues that the marks in question are not
the sanme, but this is not the test. The issue is not
whet her the marks can be di stingui shed when they are
subjected to a side-by-side conparison. The issue is
whet her the marks create simlar overall conmercia
i npressions. Visual Information Institute, Inc. v. Vicon
I ndustries Inc., 209 USPQ 179 (TTAB 1980). The enphasis is
on the recollection of the average purchaser, who normally
retains a general, rather than a specific, inpression of
trademarks. Chentron Corp. v. Mirris Coupling & danp Co.

203 USPQ 537 (TTAB 1979).
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Applicant’s mark is a slightly stylized version of the

name "Kingsley." This nane is the dom nant source-

i ndi cati ng conponent of the registered mark "PH LIP

KI NGSLEY TRI CHOLOG CAL CENTRE." The descriptive
term nol ogy "TRI CHOLOQd CAL CENTRE" has been disclainmed. As
such, it does not possess significant source-identifying
significance. The nane that remains, "PH LIP KINGSLEY, "
obviously identifies a man who has that nanme, as does the
other cited registered mark, which is sinply a stylized
versi on of the conbination of the given nanme and the

sur nane.

A consuner famliar with products sold under a mark
consi sting of or domnated by the nane "PH LI P KI NGSLEY"
woul d be reasonable in assumng that sim|ar goods sold
under the surnanme "KINGSLEY" emanate fromthe sane source.

This brings us to a discussion of the relationship
bet ween the goods identified in the application and the
goods and services set forth in the two cited
registrations. In order for confusion to be found |ikely,
t hese goods and services do not need to the identical or
even conpetitive. They need only be related in sone
manner, or the conditions surrounding their nmarketing be
such that they would be encountered by the sane purchasers

under circunstances that could give rise to the m staken
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belief that they are all available fromthe sane source.

In re International Tel ephone & Tel egraph Corp., 197 USPQ
910 (TTAB 1978). Additionally, we note that in resolving
whet her confusion is likely, we nust consider the goods and
services as they are identified in the respective
application and registrations, without limtations or
restrictions that are not reflected therein. In re El baum
211 USPQ 639 (TTAB 1981).

In the instant case, the Exam ning Attorney has nade
of record materials which establish that consuners could
expect these goods and services to be provided by the sane
entities. The advertising and nmagazine articles show that
ot her businesses use their trademarks and service marks on
hair care products, skin care products, and in connection
with beauty and skin care salon services. Additionally,
the third-party use-based registrations of record support
the conclusion that a single entity has adopted a single
mark for the products and services involved herein. See In
re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993).

Applicant’s argunents that its products are not
related to the goods and services specified in the cited
regi strations are not well taken. Applicant’s contentions
are based, in part, on applicant’s statenents that the

actual trade channels through which its products nove are
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different fromthose in which the goods and services
specified in the cited registrations travel. Neither the
regi strations nor the application, however, reflect any
such restrictions or limtations. |In the absence of such

| anguage, we nust assune that these goods and services nove
in all the usual trade channels for such products and
services. The third-party registrations and ot her
materials made of record by the Exam ning Attorney
establish that the goods set forth in the application in
fact nmove in the sane channels of trade as the goods and
services specified in the registrations do. These are al
personal care products and services, and they are generally
avail abl e in beauty salons. Wen these types of goods and
services are provided under simlar trademarks, confusion
is plainly |ikely.

Applicant clainms that no actual confusion has
occurred, but it is well settled that in order to establish
that confusion is likely, the Exam ning Attorney need not
prove that confusion has actually occurred. See Wi ssgoat
asl eep Associates Inc. v. HRL Associates Inc., 902 F.2d
1546, 14 USPQR2d 1840 (Fed. G r. 1990). The issue is
whet her confusion is likely, not whether it has taken

pl ace.

10
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Applicant also argues that the refusals to register
are not proper this case because applicant once owned a
registration for the same mark it now seeks to register.
Regi stration No. 993,441 issued on Sept. 24, 1974, but was
not renewed. The cited registrations, as noted above,

I ssued in 1986. Applicant argues that these registrations
woul d not have issued if confusion had been liKkely.

As the Exam ning Attorney points out, she is not bound
by prior, possibly erroneous, decisions to register
particul ar trademarks. Her responsibility, and ours as
well, is to deternmine registrability based on the record in
t he case before us.

When we consider the issues presented by this appeal
in view of the record established by the Exani ning
Attorney, we conclude that although the requirenent for
further anmendnent to the identification-of-goods clause is

not appropriate, the refusals to register under Section

11
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2(d) and Section 2(e)(4) of the Act nust be affirned.

R F. G ssel

E. W Hanak

B. A Chapman
Adm ni strative Trademark Judges,
Trademark Trial & Appeal Board
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